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Appendix A 


PATENTABIL IT Y 


fore, a 35 U.S.C I02/1O3 rejection is appropriate for 
these types of" claims as well as for composition 
claims. 

IV. EXAMINER MUSI PROVIDE RATION- 
ALE OR EVIDENCE TENDING TO SHOW 
INHERENCY 

The fact that a certain result or characteristic may 
occur or be present in trie prior art is not sufficient to 
establish the inherency of that result or characteristic 
In re Rtjckaert, o F_3d 1531, 1534, 28 USPQ2d 1955, 
1957 (Fed. Cir. 1993) (reversed rejection because 
inherency was based on what would result due to opti- 
mization of conditions, not what was necessarily 
present in the prior art); In re Oelrich, 666 F.2d 578, 
581-82, 212 TJSPQ 323, 326 (CCPA 1981). "To estab- 
lish inherency, the extrinsic evidence ' must make 
clear that the missing descriptive matter is necessarily 
present in the thing described in the reference, and 
that it would be so recognized by persons of ordinary 
skill. Inherency, however, may not be established 
by probabilities or possibilities. The mere fact that a 
certain thing may result from a given set of circum- 
stances is not sufficient."' " In re Robertson, 169 F.3d 
743, 745, 49 USPQ2d 1949, 1950-51 <Fed. Cir. 1999) 
(citations omitted) (The claims were drawn to a dis- 
posable diaper having three fastening elements. The 
reference disclosed two fastening elements that could 
perform the same function as the three fastening ele- 
ments in the claims. The court construed the claims to 
require three separate elements and held that the refer- 
ence did not disclose a separate third fastening ele- 
ment, either expressly or inherently.). Also, "[a]n 
invitation to investigate is not an inherent disclosure" 
where a prior art reference "discloses no more than a 
broad genus of potential applications of its d\scover- 
ies." Metabolite Labs,. Inc. v. Lab. Corp. of Am. Hold- 
ings, 370 F.3d 1354, 1367, 71 USPQ2d 1081, 1091 
(Fed Cir. 2004) (explaining that "[al prior art refer- 
ence that discloses a genus still does not inherently 
disclose all species within that broad category" but 
must be examined to see if a disclosure of the claimed 
species has been made or whether the prior art refer- 
ence merely invites further experimentation to find 
the species. < 

'Til relying upon the theory of inherency, the exam- 
iner must provide a basis in fact and/or technical rea- 
soning to reasonably support the determination that 
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the allegedly inherent characteristic necessarily flows 
from the teachings of the applied prior art." Ex parte 
I^vy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 
1990) (emphasis in original) (Applicant's invention 
was directed to a biaxially oriented, flexible dilation 
catheter balloon (a tube which expands upon infla- 
tion) used, for example, in clearing the blood vessels 
of heart patients). The examiner applied a U.S. patent 
to Schjeldahl which disclosed injection molding a 
tubular preform and then injecting air into the preform 
to expand it against a mold (blow molding). The refer- 
ence did not directly state that the end product balloon 
was biaxiallv oriented . It did disclose that the balloon 
was "formed from a thin flexible inelastic, high ten- 
sile strength, biaxially oriented synthetic plastic mate- 
rial.'* Id. at 1462 (emphasis in original). The examiner 
argued that Schjeldahl 's balloon was inherently biaxi- 
ally oriented. The Board reversed on the basis that the 
examiner did not provide objective evidence or cogent 
technical reasoning to support the conclusion of 
inherency). 

In In re Schreiber, 128 F.3d 1473, 44 USPQ2d 142^ 
(Fed. Cir. 1997), the court affirmed a finding, that a 
prior patent to a conical spout used primarily to dis- 
pense oil from an oil can inherently performed the 
functions recited in applicant's claim to a conical con- 
tainer top for dispensing popped popcorn. The exam- 
iner had asserted inherency based on the structural 
similarity between the patented spout and applicant's 
disclosed top, i.e., both structures had the same gen- 
eral shape. The court stated: 

[N JoLhing. in Schreibera [applicant's^ claim suggest hi that 
Schreiber "a container is of a 'different shape' than llarz's 
[patent]. In fact, L ] an embodiment according to Hare 
(Fig. 5) and the embodiment depicted in Fig. 1 of 
Schreiber *s application have the same general shape. For 
that reason, the examiner was justified in concluding that 
the opening of a conieiatl y shaped top as disclosed by 1 1 u i ^ 
is inherently of a size sufficient to "allow [ ] several ker- 
nels of popped popcorn to pass through at the same time* 
and that the taper of Harz's conically shaped top is inher- 
ently of such a shape "as to by itself jam up the popped 
popcorn before the end of the cone and perm it the dis- 
pensing of only a few kernels at a shake of a package 
when the top is mounted to the container "The examiner 
therefore correctly found that FTarz established a prima 
facie case of anticipation. 

In re Schreiber, 128 F.3d at 1478, 44 USPQ2d at 
1432. 
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